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1631 



-Tft MAILING DATE of this commuiutidti n appears on the cove r sheet with the c rrespon^JJ.^ - 
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

after SIX (6} MONTHS from the mailing date of this communication. minimum of thirty (30) days will be considered timely, 

ff me oeriod for reply specified above is less than thirty (30) days, a rcP 1 ^*^ ro m the mailing date of this communication. 

: for re P p! y y is spedfied above the -"-"""y^ (35 US.C. § 1 33). 

" SyK^^^ 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )E| Responsive to communication(s) filed on 20 June 2003 . 

2a)D This action is FINAL. 2b)B This action is non-final. thpmeritsis 

3) D Since this application is in condition for allowance J^*^™?* « 2ll * *" " 

closed in accordance with the pract.ce under Ex parte Quayle, 19.5b o.u. , *oo 

Disposition of Claims 

4) i£l Claim(s) iQ-?i .^-42.46 and 47 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Hnimfr) *-iaiQ-?i,™ 42.46 and 47 is/are rejected. 

7) D Claim(s) ; is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0 )D The drawing(s) filed on is/are: a)D accepted or „0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Exammer. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) B The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)Q Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in Application No. 



3 □ Copies of the certified copies of the priority documents have been received in this Nat,onal Stage 
aDDlication from the International Bureau (PCT Rule 17.2(a)). 
* See the attached dli.ed Office action for a list of the certified copies not recerved. 
. 14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional appl.cat.on). 
a) □ The translation of the foreign language provisional applica tion has been re^ed 
15)D Acknowledgment is made of a claim for domestic pr.or.ty under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 



U S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 
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Part of Paper No. 16 



Application/Control Number: 09/964,956 Page 2 

Art Unit: 1631 

USPTO records indicate that an Information disclosure Statement was filed in January 
2002. This Information disclosure Statement is not in the file. A duplicate is requested. In addition, the 
references cited in the Information disclosure Statement filed in December 2002 have not been 
considered because copies of the references cited therein are not in the record. 
The disclosure is objected to because of the following informalities, 
(a) It is suggested that at page 140, lines 8, 11, and 12 the members of each of the groups 
of amino acids be separated by commas and the groups themselves be separated by 
semicolons to avoid any confusion of the amino acid groups with amino acid sequences. 
Appropriate correction is required. 

The disclosure is objected to because it contains an embedded hyperlink and/or other form of 
browser-executable code. Applicant is required to delete the embedded hyperlink and/or other form of 
browser-executable code. See MPEP § 608.01. Embedded hyperlinks and/or other form of browser- 
executable code are found in at least the following locations: 

(a) page 11, line 10 and 

(b) page 297, lines 16, 17, and 22'. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and rang* in such full, clear, concise, and exact terms as to enable any person sSE me 

S 1 , ^ Perta,nS ' ° r With Which * is most neaH V connected, to make and use the same and I shall 
set forth the best mode contemplated by the inventor of carrying out his invention^ 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly • 
cla.rn.ng the subject matter which the applicant regards as his invention. 

Claims 5-14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
The claims are vague and indefinite. 
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Art Unit: 1631 

(a) The recitation of "a mature form . . . SEQ ID NO: 13" (claims 5(a) and 5(b)) is vague and 
indefinite because the instant application does not identify the mature forms of the 
polypeptide mentioned in the claim. 

(b) In claim 5, parts (e) and (f) do not make sense because these parts of the claim recite a 
nucleic acid per se, yet the preamble recites "a polypeptide selected from the group 
consisting of." Thus, the preamble and embodiments do not agree. 

(c) The recitation of "nucleotide sequence of a naturally-occurring allelic nucleic acid variant" 
(claim 6) is vague and indefinite because of the recitation of "allelic." The instant 
application does not disclose the genetic locus of the sequence mentioned in the claim, 
therefore, one cannot know whether another sequence is an allele. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 5-14, 19-21, 39, 42, 46, and 47 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. The instant application does not disclose a specific,, substantial, and credible 
utility for the sequences mentioned in the claims. The lists of hoped for uses included on pages 3 and 6- 
9 of the instant application cannot substitute for a patentable utility under 35 USC § 101 in its currently 
available (te. as of the effective filing date) form. For example, see Brenner v. Manson, Supreme Court 
of the U.S., 148 USPQ 689 (1966)). Nor is a patentable utility under 35 USC § 101 readily apparent to 
one of skill in the art given the instant application. 

Claims 5-14, 19-21, 39, 42, 46, and 47 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. The discussion in the previous 
rejection is incorporated here. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James Martinell whose telephone number is (703) 308-0296. The fax phone number for 
Examiner Martinell's desktop workstation is (703) 746-5162. The examiner works a flexible schedule and 
can be reached by phone and voice mail. Alternatively, a request for a return telephone call may be e- 
mailed to iames.martinell@usDta.oov. Since e-mail communications may not be secure, it is suggested 
that information in such requests be limited to name, phone number, and the best time to return the call. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Woodward, can be reached on (703) 305-4028. 

PLEASE NOTE THE NEW FAX NUMBER 

The fax phone number for the organization where this application or proceeding is assigned is 
(703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 

James Martinell, Ph.D. 
Primary Examiner 
Art Unit 1631 



